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Key INDUSTRY SECTORS:

> Indonesia’s exports to the EU are mostly agricultural
products, minerals, textiles and (semi) manufactured
goods. EU's exports to Indonesia are mainly high-
tech machinery, transport and aviation equipment,
manufacturing goods and chemicals.

> Traditionally Indonesia relies on export of palm oil, coal,
oil and gas to prop up its trade balance, however the
government is now trying to drive growth by attracting
foreign investment particularly in the manufacturing
sector.

> The Masterplan for Acceleration and Expansion of
Indonesia's Economic Development (abbreviated MP3EI)
for an ambitious roadmap announced by the Indonesian
Government in 2011 which aims to realise Indonesian
ambition to become one of the ten largest economies
in the world by 2025, with expected per capita GDP to
increase from USD $3,000 to $15,000.

> In 2011, the Indonesian President created the new
Ministry of Tourism and Creative Economy. It is believed
that putting creative economy under direct ministerial
care demonstrates the renewed importance that the
government is giving to this sector. Important sectors
identified by this Ministry include fashion, information
technology, film, publishing, music and R&D.

2. IPR in Indonesia for SMEs: BACKGROUND

Intellectual Property Rights for SMEs: Why is this RELEVANT to
you?

Intellectual Property Rights (IPR), as intangible assets, are a
key factor in the competitiveness of your business in the global
economy. IP is a primary method for securing a return on
investment in innovation, and is particularly relevant to Small and
Medium-sized Enterprises (see EC definition at http://ec.europa.eu/
enterprise/) when they internationalise their businesses to areas
such as Southeast Asia. Not only a way to help you protect your
innovations from competitors, IP assets can also be an important
source of cash-flow for SMEs through licensing deals or selling IP,
as well as a significant pull-factor when attracting investors.

Although SMEs often have limited time and resources, it is
important to be aware of how IP can be valuable to your business.
IPR infringement is one of the most common concerns for
businesses when dealing with countries in Southeast Asia, and
could lead to loss of business, revenue, reputation and competitive
advantage, both in Southeast Asia and in core domestic markets,
unless you take proactive steps to protect your IP and deter
potential infringers.

How does Indonesia’s IP legal framework compare to
INTERNATIONAL STANDARDS?

Indonesia is a member of the World Trade Organization (WTO), and
has ratified the Agreement on Trade-related Aspects of Intellectual
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Property (TRIPs Agreement). Indonesia has also ratified the Paris
Convention (see the World Intellectual Property Organization
(WIPO) website www.wipo.int/portal/index.html.en for more details
on each treaty). What that means for you is that, generally
speaking, Indonesia’s IP legislation is now comprehensive, covering
all aspects of protection of IP in accordance with international
standards, however enforcement mechanisms still need to be
strengthened.

0 IP TIPS and WATCH-OUTS in Indonesia

Indonesia recognises ‘well-known’ trade marks
(recognition of this is made on a case-by-case basis),
but only to the extent that they may be used to
prevent a third party from registering a similar trade
mark, at least in theory. Often, ‘bad-faith’ registrations
(intentionally registering someone else’s pre-existing
IP) get registered by third parties and the rightful
owner has to go through the expensive process of
filing proceedings in the commercial court to cancel
these bad-faith registrations. Indonesia still does not
protect non-traditional trade marks such as three-
dimensional trade marks (discussed further in Section
3).

When the need arises to enforce rights through the
authorities, it is best that IP rights owners be aware
of recent media coverage of corruption cases in
Indonesia. The fact that these cases have surfaced at
all demonstrates the government’s willingness to ‘clean
up’ in this regard, however it is still worth discussing
potential corruption risks with your attorney when
enforcing your rights via the authorities.

Because IP rights enforcement in Indonesia can still
be problematic, it is essential to register your rights
there in order to stand a chance of defending them.
Intellectual Property Rights are territorial in nature,
which means that registrations in one country’s
jurisdiction are not automatically enforceable in others,
and therefore registrations in multiple countries may
be necessary, particularly for businesses looking to
internationalise. Indonesia operates under a first-to-
file system, meaning that the first person to file an
IP right in the Indonesian jurisdiction will own that
right once the application is granted. Because there
is no prior use defense, an earlier user might find
themselves infringing a later filed registration under
the first-to-file system.

When the need arises to enforce rights through
the authorities, it is best that IP rights owners be
aware of recent media coverage of corruption cases
in Indonesia


http://ec.europa.eu/enterprise
http://ec.europa.eu/enterprise
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3. IP Rights in Indonesia: THE BASICS

A. Copyrights

WHAT are Copyrights?

Copyright is a legal term used to describe exclusive rights granted
to authors, artists and other creators for their creations. Copyrights
allow for the exclusive right of an author or a copyright holder to
publish or reproduce their work. This right is granted automatically
following the creation of the work. The kinds of works protected
by copyright laws in Indonesia are in the field of science, arts and
literature which principally includes:

books, computer programmes, pamphlets, visual aids made
for educational and scientific purposes, typographical
arrangements, lecturers, addresses, and all other written or
spoken works

songs or music with or without lyrics, dramas, musical
dramas, dances, choreographic works, puppet shows,
pantomimes

all forms of art, such as paintings, drawings, engravings,
calligraphy, carvings, sculptures, college, and applied arts, as
well as architecture and maps

photography and cinematographic works

translations, interpretations, adaptations, anthologies, data-
bases and other similar works

Copyrights in Indonesia: What you need to know

Copyright arises automatically after a work is created in a material
form such as in writing, video, audio, etc. Copyright is not required
to be registered in order to have it protected, however, many small
businesses operating in Indonesia choose to register copyright
as proof of ownership. It usually takes about 12 months for the
registration certificate to be issued. Indonesia is party to the Berne
Convention on the Protection of Literary and Artistic Works (see
more details and a full list of members www.wipo.int/treaties/en/ip/
berne), so the works you already own are automatically protected
in Indonesia if you are a national of one of the other 167 Berne
Convention member countries, or if the work was first published in
a member country of the Berne Convention. Indonesian copyright
law recognises ‘moral rights’ as rights granted to authors to
ensure they receive the appropriate recognition as a writer on
the results of their work, so that they maintain the integrity of
the creation. Several similar rights related to copyright include
rights in performances, phonographic works, sound recordings and
broadcast. The results of such work may not be reproduced or
showcased in public without permission.

How LONG does legal protection last?
In Indonesia, copyright generally lasts for the duration of the

author's lifetime and 50 years after his or her death. In relation to
computer programmes, cinematographic and photographic works,
databases and adaptations, copyright lasts for 50 years from the
date of first publication. Performing rights and recording rights
last for 50 years from date of performance or production, and
broadcasting rights for 20 years from date of first broadcast.

HOW do | register?

Once the application has been filed and all formalities complied
with, the Indonesian Copyright Office registers the copyright and
issues a certificate of registration.

The documents required for registration of Copyrights are as
follows:

1. A Declaration of Ownership, but no notarisation or legalisation
is required

2. A Power of Attorney appointing a local law firm, if the
application is filed by an agent

3. Deed of Assignment of Copyright from the author/creator to
the applicant if the right has been transferred

4. A sample of the work, i.e.:

Books or papers (2 sets), if there are photos included, a
signed statement that the person in the photos does not
object to the use of his/ her photograph

Artistic works - logos, etc. (12 sets)

Architecture (1 drawing)

Photography (10 sheets)

Computer programme (2 CDs) with the manual booklet

Registration can be filed with:

The Directorate General of Intellectual Property Rights
Ministry of Law and Human Rights

Administrative of the Directorate of Copyright

Jalan H. R. Rasuna Said, Kav 8-9,

Jakarta Selatan 12190, INDONESIA

Phone: +62 21 579 05606

WHO can register?

The copyright owner can register. This means the author of the
work or a person who has received copyright from the author, such
as a party undertaking an assignment.

Which LANGUAGES can | use?
The registration must be filed in the Indonesian language (Bahasa
Indonesia).
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How much does it COST?

The costs of copyright application are as follows:

a. Official fee: EUR 25 to 35 depending on the nature of the
work (converted from approximately IDR 300,000)

b. Agent fee: EUR 250 to 450

0 Copyrights TIPS and WATCH-OUTS in Indonesia =

While there is no system to formally register copyright in
Indonesia and protection arises automatically, copyright
owners can obtain a ‘Certificate of Information’” which
legally documents the existence of the copyright and its
owner. This is recommended for copyright owners because
the certificate can be used as evidence of ownership in
enforcement proceedings.

Although there is no requirement to register
copyright in order for the work to be protected, in
the case of litigation, the enforcement authorities
still need to be satisfied that the IP right holder
making the prosecution is in fact the rightful
owner, and they usually require the copyright
registration to be produced for this purpose. Foreign
copyright registration may suffice, however it can
be problematic when the IP rights holder has not
registered copyright in Indonesia. Therefore it is still
advisable for European SMEs to register copyrights in
Indonesia.

The copyrights for works created by an employee,
even if created during the course of employment, do
not automatically belong to the employer. As such,
the employment contract you choose to use for your
employees should expressly address how ownership
of new Intellectual property created will be assigned.
It is important to safe keep these original documents
as the courts/authorities generally do not recognize
photocopies.

For more information on copyright protection in Indonesia, check out our
ASEAN IPR SME Helpdesk Guide to Copyright Protection in Southeast Asia,
which is available to download from our website - http://www.asean-
iprhelpdesk.eu/sites/default/files/publications/Copyright-English.pdf

Indonesia adopts a ‘first-to—file’ patent system,
meaning that the first person to file an IP right in
the Indonesian jurisdiction will own that right once
the application is granted.

B. Patents

WHAT are Patents?

A patent is a right granted to an inventor to commercially exploit
his or her invention to the exclusion of others. It can be obtained
for a new or improved machine or process, article of manufacture,
or chemical composition.

Patents in Indonesia: What you need to know

Indonesia adopts a 'first-to-file' patent system, meaning that the
first person to file an IP right in the Indonesian jurisdiction will own
that right once the application is granted. Two types of patents
are recognised in Indonesia —‘Standard Patents’ (for products and
processes) and ‘Simple Patents’ (for products only). The process
for getting a simple patent is supposed to be shorter, however,
there is a reduced term of protection, discussed below. For all
applications, applicants need to specify the scope of the protection
sought and to explain how to work the invention by means of
technical descriptions and drawings.

How LONG does legal protection last?

A standard patent is granted for 20 years from the filing date.
A simple patent lasts for 10 years from the filing date. Annual
payments must be made after grant to keep the patent valid.

HOW do | register?

Patent applications in Indonesia should be registered with the
Directorate General of Intellectual Property Rights. Simple patents
can take about two to three years. Standard patents are more
likely to take three to five years from filing in Indonesia. Standard
patents are substantively examined upon request following a six
month publication period which allows other parties the chance
to make opposition claims. Once an application for a Standard
Patent has been filed with the Patents Office, and formalities met,
it will be published in the Official Gazette. Publication takes place
18 months or more after the filing date, or the ‘priority date’ if
the same filing has been made within the last 12 months in any
other country also belonging to the Paris Convention (see more
details and a full list of members www.wipo.int/treaties/en/ip/paris/
index.html). Any party may file an opposition within six months
of the date of publication. Then the application will proceed to
‘substantive examination’, provided a specific request by the
applicant is made to the Patents Office within 36 months of the
date of filing.

In the case of a simple patent, the application will be published
three months or more after the date of filing. There will be
examination following publication.

Documents required to obtain a filing date are as follows:
Patent specification (in Bahasa Indonesian) including
description, claims and drawings
Application Form
Power of Attorney in the name of local law firm and patent
agency, if the application is filed by the attorney
Declaration of Ownership


http://www.wipo.int/treaties/en/ip/paris/index.html
http://www.wipo.int/treaties/en/ip/paris/index.html
http://www.asean-iprhelpdesk.eu/sites/default/files/publications/Copyright-English.pdf
http://www.asean-iprhelpdesk.eu/sites/default/files/publications/Copyright-English.pdf

Assignment of Invention (to be executed by inventor)

No legalisation or notarisation of these documents is necessary.

Registration can be filed with:

The Directorate General of Intellectual Property Rights
Ministry of Law and Human Rights
Administrative of the Directorate of Patent

Jalan H. R. Rasuna Said, Kav 8-9,

Jakarta Selatan 12190, INDONESIA

Phone: +62 21 579 05619

WHO can register?

The inventor of a patent or his/her attorney can file a patent
application. If the application is filed by a person other than the
inventor, the application must be furnished with a statement with
adequate supporting evidence that the applicant is entitled to the

invention.

Which LANGUAGES can | use?

Patent applications must be filed in the Indonesian language

(Bahasa Indonesia).

How much does it COST?

The cost of a patent application is as follows:

a. Official fee EUR 47 (converted from
approximately IDR 750,000)
b. Agent fee EUR 580 to EUR 800

c. Translation

EUR 10 to EUR 40 per A4 size
page

d. Further likely costs to be
paid between application and
the patent being granted

EUR 2,000 to EUR 3,000.
This includes:
The official fee to
request for examination
- EUR 150 (converted
from approximately IDR
2,000,000)
Arranging for publication
Overcoming objection
and amending
specification
Certificate collection and
check

For more information on patent protection in Indonesia, check out our
ASEAN IPR SME Helpdesk Guide to Patent Protection in Southeast Asia,
which is available to download from our website - http://www.asean-

iprhelpdesk.eu/?qg=en/helpdesk-guides

0 Patents TIPS and WATCH-OUTS in Indonesia

Most patent applications are granted based on
corresponding applications of foreign grants, mainly
because local examiners are still not equipped to undertake
independent full search and examination yet. Such foreign
grants should be from patent offices that are known to
conduct independent examination, as this is rare practice
in Indonesia. It is therefore useful to have in mind an
overseas filing that you would eventually use to support
the grant by the Indonesian office.

Judges are still often not familiar with patent matters and
rely heavily on the Patent Office for opinion on matters of
infringement and invalidation. Though not binding, results
of overseas litigations on the same patent can still be
useful in helping judges make a decision in Indonesia. This
could be the reason why foreign patent holders are usually
reluctant to litigate in Indonesia first, particularly in cases
where the patent owner is facing the same adversary in
several countries.

Patent specifications need to be translated into the local
language and translation error is common, with translations
often being too literal. This is compounded by the lack of
procedures to correct such errors once a patent is granted.
It is recommended that applicants pay special attention to
the translation of the independent claims as these tend to
be the most important part of the document.

Patent searching is necessary for small businesses to
understand if their new products would infringe on any
valid and existing patents. Full searches are still not
possible because patent records are not fully computerised.
Searches can only be made into basic bibliographic
data and abstracts of inventions, but not the complete
specification.

ASEAN Patent Examination Co-operation (ASPEC) is a
regional patent work sharing programme involving 9 of
the 10 IP Offices in the ASEAN Member Countries (only
Myanmar is not yet involved). The objectives of ASPEC are
to reduce complexity, achieve time savings and improve
the quality of search and examination. Reference made
to an earlier examination already performed in one IP
office will help an examiner in the other IP office to better
understand the invention claim, reduce searches and
develop a more comprehensive examination strategy. For
example, an Indonesian patent application would, in theory,
be able to take advantage of expedited process at the
Intellectual Property Office of Singapore allowing for the
eventual speedier grant of patent protection. ASPEC is free-
of-charge and operates in English in all ASEAN IP Offices
(except Myanmar). For more information on ASPEC visit
the ASEAN IP Portal or the websites of the IP Offices in
the ASEAN region. Other similar international cooperation
is the Japan Patent Office Prosecution Highway in which
the examination report issued by the Japan Patent
Office can be used to expedite examination process of a
corresponding patent application by the Indonesian Patent
Office.
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C. Industrial Designs

WHAT are Industrial Designs?

A registered design is a right granted to the owner of a design
to stop others from making, importing or selling, without their
permission, an article to which that design or a design not
substantially different from it has been applied.

Pursuant to Article 1(1) of the Indonesian Design Act, industrial
design is meant as: “a creation on the shape, configuration, or
the composition of lines or colour, or lines and colours, or the
combination thereof in a three or two dimensional forms which
gives aesthetic impression and can be realised in a three or two
dimensional pattern and used to produce a product, goods or an
industrial commodity and a handy craft.”

Industrial Designs in Indonesia: What you need to know
Indonesia adopts a 'first-to-file' system, meaning that the first
person to file an IP right in the Indonesian jurisdiction will own
that right once the application is granted.

Industrial designs that protect the external appearance of an
article may be filed with the Directorate General of Intellectual
Property Rights. In order to be accepted for registration, the design
has to be new (not previously published). Multiple design filings
are not accepted.

How LONG does legal protection last?
Industrial design registrations last for 10 years.

HOW do | register?

Industrial design applications in Indonesia should be registered
with the Directorate General of Intellectual Property Rights. An
application takes about 24 months to 36 months to be granted.

The examiner may raise objection if they believe that the design
is a ‘common-place’ design with no distinctive features, but
arguments may be filed to overcome such objections. Once
the application passes the examination, it will be published for
opposition. Where no opposition is filed during the three month
period, the certificate of registration will be granted.

Documents required to obtain a filing date are as follows:

1. Drawings or photos of the design;

2. A written description of the design for which protection is
sought;

3. Application form

Registration can be filed with:

The Directorate General of Intellectual Property Rights
Ministry of Law and Human Rights

Administrative of the Directorate of Industrial Design
Jalan H. R. Rasuna Said, Kav 8-9,

Jakarta Selatan 12190, INDONESIA

Phone: +62 21 579 05606

WHO can register?

The designer or his/her attorney can file an industrial design
application. If the application is filed by a person other than the
designer, the application must be furnished with a statement with
adequate supporting evidence that the applicant is entitled to the
design.

Which LANGUAGES can | use?
Industrial design applications must be filed in the Indonesian
language (Bahasa Indonesia).

How much does it COST?
The basic filing fee for industrial design registration in Indonesia is
approximately EUR 55.

Industrial Designs TIPS and WATCH-OUTS in Indonesia

. Industrial designs need to be new when the application is
filed. Where a design has already been disclosed to the
market through production and sales, some IP owners try to
protect their designs as copyright. It is not clear whether using
copyright is entirely defensible in this case, but a copyright
registration could strengthen the legitimacy to the IP owner's
claim to rights in the design and could be considered as a
possible strategy.

D. Trade Marks

WHAT are Trade Marks?

A trade mark is a sign in the form of a picture, name, word,
letters, figures, composition of colours, or a combination of these
elements, used in trade to distinguish the goods and services of
one trader from those of another i.e. to function as a badge of
origin. It is important to note that in Indonesia three-dimensional
signs (shapes) are still not recognised as trade marks and should
be registered under the Industrial Design Law if protection is
required. Trade marks based on sound and smell are also not
recognised.
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Trade Marks in Indonesia. What you need to know

The Indonesian trade mark system is generally understood to
adopt the 'first-to-file' system. It is especially important to register
your trade mark in Indonesia because trademark piracy due to
‘bad-faith’ registration is a serious problem. Bad-faith registrations
exist where a third party (not the legitimate owner of the mark)
registers the mark first in Indonesia, thereby preventing the
legitimate owner from registering it. This is very common in the
case of ‘well-known’ trade marks. In such a case however you may
be able to apply to the Indonesia courts to cancel the unauthorised
registration.

The Indonesian Trade Mark Law also accepts registrations
for geographical indications (Gls). A geographical indication
is @ name or a sign used on goods that have a specific
geographical origin and possess qualities, a reputation
or characteristics that are essentially attributable to that
place of origin. The following signs from the EU have been
accepted for registration as Gls in Indonesia: Champagne
and Parmigiano Reggiano. Other recognised Gls in Indonesia
include Pisco, Kopi Arabika Kintamani, Lada Putih Muntok,
and Kopi Arabika Gayo. The party entitled to register will
have to be an institution representing the community in the
area that produces the goods.

How LONG does legal protection last?

Once registered, a trade mark is protected in Indonesia for 10
years from the date of filing. The registration can be renewed
for subsequent periods of 10 years without limit. Applications for
renewal can be filed up to 12 months before expiry of the then
current registration period, but not after this period.

HOW do | register?

Trade marks are registered with the Directorate General of
Intellectual Property Rights (DGIPR). A mark may be registered
by a person, by several people jointly, or by a company. The
International Classification of Goods and Services sets out the 45
classes of goods and services in relation to which marks can be
registered, and therefore you will need to specify the particular
goods or services in relation to which you wish to register. More
classes means broader protection, but higher cost. It usually
takes two years for the registration certificate to be issued. Once
an application is filed, the DGIPR examines it to check that all
formalities have been complied with, and that there are no prior
conflicting marks. If objections are raised, the DGIPR will issue
a letter and the applicant then has 30 days in which to respond.
If the application is accepted by the DGIPR, it will be published
in the Government Gazette. At any time within three months of
publication, it may be opposed by third parties on various grounds,
including similarity of the mark to prior registered marks. If no
opposition is raised, the DGIPR will issue a registration certificate.

Documents required for trade mark applications are as follows:
Declaration of Ownership
Power of Attorney, if the application is filed by attorney
Certified copy of priority document, if you are claiming a
priority date

The following information will be also required:
Trade mark details
Full details of the applicant
Itemised lists of goods/services
Representation of the trade mark (provide colour if it is in
colour)
Meaning of the mark (if there is any)

Registrations can be filed with:

The Directorate General of Intellectual Property Rights

Ministry of Law and Human Rights

Administrative of the Directorate of Marks and Geographical
Indications

Jalan H. R. Rasuna Said, Kav 8-9,

Jakarta Selatan 12190, INDONESIA

Phone: +62 21 579 05619

WHO can register?

The user of the trade mark or the licensor of the trade mark have
the right to register. If the applicant is a foreign party, he or she
could engage a local attorney to make the application on their
behalf.

Which LANGUAGES can | use?
The registration must be filed in the Indonesian language (Bahasa
Indonesia).

How much does it COST?

a. Official fee: EUR 63 (converted from IDR 1,000,000). From 3
July, the official fee for the specification of goods/services in
each class will be calculated in sets of 10 items, with each
set costing EUR63. This will be regardless of the number (1-
10) of items in each set of 10 items.

b. Agent fee: EUR 150 - 600.

c. During the examination of a trade mark application, the
authorities may reject the application if the mark does not
satisfy all criteria (i.e. it is too similar to an existing trade
mark etc.). Applicants may argue against such objections for
a fee of between EUR 200 to EUR 650.

It is especially important to register your trade mark
in Indonesia because trademark piracy due to ‘bad-
faith’ registration is a serious problem.




7 ASEAN IPR SME Helpdesk - IP Country Factsheet: INDONESIA

o Trade Marks TIPS and WATCH-OUTS in Indonesia

Because of the bad-faith registration risk, you should
consider registering your most important trade marks
in Indonesia even before you commence business
dealings there. Some bad-faith registrations are filed
by the authorised distributors and problems usually
arise when the rightful owner wishes to replace the
existing distributor. One alternative would be to sign
an agreement with the distributor in advance stating
that he/she will not register the principal's trade mark,
although registering the trade mark yourself first is
still the safest option.

The DGIPR effectively applies a 'first-to-file' system,
and oppositions against bad-faith registrations do
not usually succeed. There is also no avenue for
appeal by the opponent/ rightful owner if he or
she loses, whereas the applicant can appeal to the
appeal commission and then to the courts. In this
case, the losing opponent/rightful owner will have to
litigate in the commercial court to cancel the bad-
faith registrations, and this process is expensive. It
is therefore extremely important to register your
trade mark as early as possible if doing business in
Indonesia.

For more information on trade mark protection in Indonesia, check out
our ASEAN IPR SME Helpdesk Guide to Trade Mark Protection in Southeast
Asia, which is available to download from our website - http./www.asean-
iprhelpdesk.eu/?q=en/helpdesk-quides

E. Trade Secrets

WHAT are Trade Secrets?

‘Trade secret’ means information in the field of technology and/
or business that is not known by the public and has economic
value when used in business activities, and the confidentiality of
which is maintained by its owner. The scope of protection on trade
secrets includes methods of production, methods of processing
(preparation), methods of selling, or other such information.

Trade Secrets in Indonesia: What you need to know

Trade secrets provide protection if the information fulfils these
three criteria:

a. Itis confidential

b. It has economic value

c. Necessary measures are taken to guard its secrecy, meaning
that the company has standard procedures in place such as
password protection for electronic data, restricted access to
certain offices/buildings if necessary, a visitors registration
system, etc. Furthermore, such internal regulations should
stipulate how the trade secret is kept and who is responsible for
its secrecy.

How LONG does legal protection last?

There is no time limit to trade secret protection — as long as the
information qualifies as a trade secret (see points a-c above), it
will be subject to legal protection.

o Trade Secrets TIPS and WATCH-OUTS in Indonesia

In a trade secrets case it is necessary to prove that
the trade secret has been taken by the suspected
party. Proving this may be difficult because the
litigation procedure is not equipped with a discovery
procedure to uncover relevant evidence of the
suspected party.

It may help with the evidence if you can prove that
the local company used to have a relationship with
the victim company OR was previously given access
to the trade secret.

Companies should also proceed with caution when
engaging investigators because the law accords
certain privacy rights, and the infringers themselves
could complain in a criminal case that their own
privacy rights were infringed.

For more information on trade secret protection in Indonesia, check out our
ASEAN IPR SME Helpdesk Guide to Trade Secrets in Southeast Asia, which
is available to download from our website - http:/www.asean-iprhelpdesk.
eu/sites/default/files/publications/Trade-Secret-English.pdf

The scope of protection on Trade Secrets includes
methods of production, methods of processing
(preparation), methods of selling, or other such
information.
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4. Using CUSTOMS to block counterfeits

WHAT are Customs?

Customs in a country are the governmental agency authorised,
among others, to implement trade enforcement measures
including checking and detaining suspected infringing goods
crossing a border. Indonesian Custom law does not record or
perform registration of IP rights. No recordal system exists, and as
such there is no customs surveillance process.

Customs in Indonesia: What you need to know

Customs Law in Indonesia gives Custom officials the power
to suspend a consignment if they have reason to believe that
it contains counterfeit goods. However, in practice they do not
make seizures. A common reason given for this is the lack of
procedure or avenue to contact the rights owners even if they
do come across a lot of suspected counterfeits. IP owners have
been lobbying customs for a recordal system and to initiate
monitoring and suspend movement of suspected counterfeits,
but have so far been unsuccessful. Towards this end IP owners
have provided training to the customs in product authentication,
however, currently there is still no sign that formal border controls
measures are being implemented yet.

0 Customs TIPS and WATCH-OUTS in Indonesia

In theory IP rights owners can apply to court to suspend
the customs clearance of a specific shipment of goods.
However, in practice these provisions are usually unworkable
because it means that you need specific information on a
suspected shipment, as well as supporting documentary
evidence, in order to get the court to issue a court order to
suspend the shipment. Also, generally speaking the courts
are still not equipped to respond to time critical cases such
as dealing with goods in transit.

Customs Law in Indonesia gives Custom officials
the power to suspend a consignment if they have
reason to believe that it contains counterfeit goods.

However, in practice they do not make seizures.

5. ENFORCING your IP

The Indonesian legal system presents a number of challenges to
conducting IP enforcement. The IP laws in Indonesia are compliant
with the Agreement on Trade-related Aspects of Intellectual
Property (TRIPs) However, these IP laws are not yet matched by
an efficient criminal enforcement or customs border protection
system. Piracy rates remain high according to surveys by rights
owner associations such as the Business Software Alliance. In
Indonesia there are two main IP enforcement routes: civil and
criminal enforcement, however in many cases private mediation
via legal professionals could be more effective and should be
considered as a viable option particularly for SMEs with budget
constraints.

Criminal Enforcement

In theory there is a useable criminal enforcement system and on
occasions the police have taken successful criminal raid actions.
Often in practice however, criminal enforcement is difficult due
to various factors such as a certain lack of transparency in police
procedures.

Although there is an enforcement division (Directorate of
Investigation (PPNS) within the Directorate General of Intellectual
Property Rights, their impact has been thus far minimal because
of limited manpower and resources. Until now, the cases handled
by this unit each year has been less than 30, a very small amount
considering the size of the country in which they are operating.
They also operate under a limited budget, something which
severely restricts their ability to move outside of Jakarta for
enforcement actions.

Trade mark, patent and design infringements are ‘complaint-based’
crimes. This means the IP owner must file a formal complaint with
the Police before any action can be taken. Copyright infringement,
on the other hand, is ‘non-complaint based’, although under
proposed amendments to the Copyright Law it too will become
‘complaint-based’. Currently, the Police may take copyright actions
with or without a formal complaint from the rights holder -
although in practice they rarely act without a complaint.

Raids are generally more expensive in Indonesia compared to
raids carried out in other countries such as Thailand or China. This
is because the process requires various interviews with witnesses,
as well as formal consultation and statement taking from the
legal expert at the Trade Mark Office to give official opinion on
the infringement. This rather protracted process, plus the fact that
lobbying is also needed, makes it time-consuming to get a raid set
up. Raids can cost between EUR 8,000 to EUR 19,000.

After a raid, IP holders have on occasion been able to reach
settlements which have included some of the following, although
usually some component(s) will be compromised to ensure a deal
is reached:

destruction of the infringing goods

signed undertakings from the infringer

a public apology by the infringer (cost borne by infringer,
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where possible)
damages (see below section titled Relief Available)

Because of the high costs, raids should not be considered as
routine for any IP owner, but should be reserved for targets which
would generate maximum publicity if raided. Publicity is important
because it can help to generate a deterrent effect, and in any
case most of the time the result of a successful raid is simply the
confiscation of the infringing goods from the defendant with no
further action.

Prosecution: Indonesia’s IP laws make provision for substantial
maximum fines and prison sentences. Criminal penalties can be as
high as seven years imprisonment and/or a fine of approximately
EUR 350,000. However in practice only minor fines are given for
IP crimes, and there is still a lack of consistency in sentencing for
IP offences, which is one of the major obstacles to creating an
effective deterrent environment.

Civil Enforcement

Despite the challenges in the criminal raid model, it is still
generally more effective in bringing a specific infringement to an
end once the raid is carried out than civil procedures. Furthermore,
civil litigation is likely to be more expensive than carrying out
criminal raids. Civil litigation is seldom the preferred option when
dealing with trade mark or copyright infringement. In these cases,
IP rights owners usually rely on criminal raids to stop infringement,
and then negotiate for civil statements in return for not proceeding
further with the case. This is likely to be the more cost-effective
option when compared to the more expensive civil litigation option.
However, in the case of patent infringement, civil action may
still be preferred because the issues involved are usually more
complex.

Good evidence preparation is essential when dealing with the
Indonesian civil system in IP cases. This can involve surveys,
investigator reports or testimonies, video or tape recordings.
Overseas evidence will need to be legalised.

Relief Available: All the IP laws provide for final relief in the
form of damages and a permanent injunction against further
infringement. In any litigation outcome, each party effectively
bears its own legal costs. Principles for calculating damages
are still not well established and outcome of damages award is
still highly uncertain, with some divergence in different courts’
calculations. In a few cases large damages awards have been
made, while the same level of preparation might result in minimal
award in another case.

Warning letters and settlements

Given the weaknesses in the enforcement system, ‘warning
letters’ should be considered as a viable option, principally when
the infringer is a legitimate business. Such infringers are usually
opportunistic traders selling counterfeits as part of their product
mix rather than running an outright counterfeiting business.
Against such traders, warning letters would still be a more cost
effective way to create the desired deterrent effect.

o Enforcement TIPS and WATCH-OUTS in Indonesia

Counterfeit pharmaceuticals are still common despite
obvious health risks to the public.

In some cases, enforcement is not possible at notorious
pirate markets because of concerns over personal
safety to enforcement officials. It is therefore important
to tackle any piracy early before the problem becomes
too big to address.

Before raiding any target, it is advisable to investigate if
the infringer is connected to any senior police officer or
government official. If raided, the infringer might call on
this connection to influence the negotiation.

Prosecution of infringers is rare because IP owners are
not confident that the public prosecutor can secure a
conviction with a meaningful punishment that matches
the infringement. As such, they usually prefer to settle
with the raided infringer out of court, in return for a
signed settlement agreement with clauses obliging them
not to infringe, to surrender possession of counterfeits,
and where possible to issue a published apology.

For more detailed information about IP enforcement in Indonesia, look out
for the ASEAN IPR SME Helpdesk’s forthcoming Guide to IP Enforcement in
the ASEAN Region, to be made available for download from our website in
the coming months.

1
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RELATED LINKS and Additional Information

Visit the ASEAN IPR SME Helpdesk website www.asean-
iprhelpdesk.eu for further relevant information, or contact
our confidential enquiry helpline to find out how to deal with
business partners in the ASEAN region — guestion@asean-
iprhelpdesk.eu

Visit the Helpdesk blog www.yourlPinsider.eu for related
articles on IP in Southeast Asia and China

European Union Delegation to Indonesia, Brunei Darussalam

and ASEAN - http://eeas.europa.eu/delegations/indonesia/

index_en.htm

World Intellectual Property Organisation (WIPO) - http://www.
wipo.int/portal/index.htmlen

Directorate General of Intellectual Property Rights - http://
www.dgip.go.id/

IP Komodo blog on intellectual property developments in

Southeast Asia - http://ipkomododragon.blogspot.com/

Hukum online - legal news on Indonesia cases - http://www.

hukumonline.com/

Supreme Court cases (in Indonesian language Bahasa
Indonesia) - http://www.mahkamahagung.go.id/ and http://

putusan.mahkamahagung.go.id/
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(question®asean-iprhelpdesk.eu) or in person and receive free and confidential first-line
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The Helpdesk arranges training on ASEAN IPR protection and
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Helpdesk business-focused guides and training materials on
ASEAN IPR issues are all downloadable from the online portal.
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